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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on January 
4th, 2007 has been entered. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1 and 5-10 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Regarding claim 1 : 

The subject matter that was not described is "detecting the optical disc as a 
fashion disc type having a non-circular shape." 
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A fashion disc is defined in paragraph 5 of the specification as "having diameters 
of 8 cm and various shapes, such as a star, a flower, or a business card shape as 
shown in FIGS. 1 B through 1 D." 

Applicant's apparatus, at the time the application was filed, was capable of 
detecting discs having diameters of 8 cm. However, the Examiner cannot find any 
mention in the originally filed application of detecting that the disc has "a non-circular 
shape." 

An amended claim must be supported in the specification through express, 
implicit, or inherent disclosure (see MPEP § 2163). 

Detecting that a disc has a non-circular shape is not expressly disclosed in the 
specification: it's not mentioned at all. 

It is not implicit in the original disclosure, because the originally disclosed 
definition of a fashion disc simply stated that it had "various shapes." The Examiner has 
considered the fact that the three illustrations of fashion discs show only non-circular 
shapes (see Figs. 1B, 1C, and 1D). However, it is clear from paragraph 5 that the three 
shapes illustrated were merely examples and not meant to be an exhaustive list. It is 
also apparent from the prior art of record that circular 8 cm discs were well known in the 
art: if the apparatus was capable of distinguishing these from non-circular 8 cm discs, it 
is something that would merit express mention. 

Furthermore, the motivation for the invention given in paragraph 6 (that "the non- 
standard configuration of the fashion disc. .causes very serious noise and a failure of a 
lead-in operation") applies equally well to circular and non-circular discs (compare 
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Okamoto et al., US 5,696,744, column 1, lines 25-40). Thus detecting non-circular discs 
is not implicit there either. 

Finally, it is not inherent to the original disclosure, because the disclosure does 
not contain any mechanism for distinguishing a non-circular disc from a circular disc. 
The apparatus can distinguish 8 cm discs from 12 cm discs, but is not capable of 
distinguishing circular discs from non-circular ones. This will be discussed in greater 
detail in the enablement rejection that follows. 

Regarding claims 5-10: 

Claim 5 is dependent on claim 1; claim 6 contains language similar to claim 1; 
and claims 7-10 are dependent on claim 6. 

4. Claims 1 and 5-10 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Regarding claim 1 : 

The subject matter that is not enabled is "detecting the optical disc as a fashion 
disc type having a non-circular shape." 

A fashion disc is defined in paragraph 5 of the specification as "having diameters 
of 8 cm and various shapes, such as a star, a flower, or a business card shape as 
shown in FIGS. 1B through 1D." 
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Applicant's apparatus is capable of detecting discs meeting this definition: 
Applicant enables "detecting the optical disc as a fashion disc type." However, detecting 
that the disc has "a non-circular shape" is not enabled. The Examiner cannot find a 
mechanism anywhere in the specification for distinguishing a circular disc having a 
diameter of 8 cm from a non-circular disc having a diameter of 8 cm. 

Applicant discloses three tests for detecting a fashion disc (see Fig. 3): (I) 
measuring the weight; (II) detecting the amount of data recording on the disc; and (III) 
detecting the focus error signal on the periphery of the disc. 

With regards to (I): 

The measurement of the weight is described in paragraph 25: it "distinguishes 
the type of the disc 200 between an 8 cm fashion disc and a 12 cm standard disc." 
Distinguishing between circular and non-circular discs is not disclosed. 

With regards to (II): 

This is described in paragraphs 30-32. Again, it distinguishes between an 8 cm 
and a 12 cm disc, but makes no mention of whether the disc is circular or non-circular. 
With regards to (III): 

This is described in paragraphs 33-37. Again, it distinguishes between an 8 cm 
and a 12 cm disc, but cannot determine whether the disc is circular or not. 

Therefore, since the Applicant has not disclosed any means whatsoever for 
determining whether the disc has a non-circular shape, one of ordinary skill would be 
unable to make and/or use the invention without undue experimentation. 
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* 

In making this rejection, the Examiner has considered in particular the following 
factors: 

(A) The state of the prior art: 

The three tests relied upon by Applicant are known in the prior art: see, for 
example, Okamoto et al. (US 5,696,744). However, in the prior art, these tests are 
disclosed as a means for distinguishing between 8 cm circular discs and 12 cm circular 
discs. There is no disclosed ability to detect a disc as non-circular. If Applicant performs 
the same exact tests described in the prior art, how is it that Applicant's apparatus has 
an ability they do not? 

(B) The amount of direction provided by the inventor: 

The inventor has not provided any direction for detecting the shape of the disc, 
just its size. 

Regarding claims 5-10: 

Claim 5 is dependent on claim 1 ; claim 6 contains language similar to claim 1 ; 
and claims 7-10 are dependent on claim 6. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1 and 5-10 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claim 1: 

There are two problems with this claim. 
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First, regarding the "non-circular" shape: 

The phrase "detecting the optical disc as a fashion disc type having a non- 
circular shape" is confusing, because it implies that Applicant is trying to claim an 
apparatus that is capable of distinguishing a non-circular fashion disc from a circular 
fashion disc. The 35 U.S.C. 112, first paragraph, rejections that precede this one are 
based upon the assumption that this is what Applicant means to claim. 

However, it may be that Applicant is trying to claim an apparatus that detects an 
optical disc "as a fashion disc type having a non-circular shape" without actually testing 
to see whether the disc is circular or not. Possibly the apparatus determines whether it 
is 8 cm or 12 cm, and simply assumes it is non-circular if it is an 8 cm disc. 

In that case, this claim does not distinctly claim the subject matter of the 
invention because it implies that the apparatus has a capability that it does not possess: 
the apparatus really only detects whether it is an 8 cm or a 12 cm disc, not whether it is 
non-circular or not. 

Second, regarding the focus error: 

The amended claim reads: "if the measured focus error is above a constant 
value, detecting the optical disc as a fashion disc..." 

This is opposite the disclosure. In the specification, if the measured focus error is 
above a constant value, the optical disc is detected as a 12 cm disc. If the measured 
focus error is below the constant value, it is detected as a fashion disc. See paragraphs 
36-37 of the specification. 
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Therefore this claim is rejected as not distinctly claiming the subject matter 
applicant regards as the invention: the invention is opposite the claim. 
Regarding claims 5-10: 

Claim 5 is dependent on claim 1, and additionally recites that the disc is identified 
as a 12 cm disc if the focus error is below a constant value, which is opposite the 
disclosure. Claims 6-10 contain language similar to claim(s) 1 and/or 5. 

Response to Arguments 
7. Applicant's arguments with respect to claims 1 and 5-10 have been considered 
but are moot in view of the new ground(s) of rejection. 

Applicant argued with the 35 USC 103 rejection of claims 1 and 5-10 as 

* 

unpatentable over Okamoto et al. This rejection has been withdrawn, but not due to the 
arguments made by Applicant. 

Instead, the Examiner notes that in Okamoto, a disc is identified as an 8 cm disc 
when the focus error is below a certain value, and as a 12 cm disc when the focus error 
is above a certain value. This is similar to Applicant's disclosed invention (see 
paragraphs 36-37). 

However, Applicant's claimed invention is opposite their disclosed invention: a 
disc is identified as an 8 cm disc when the focus error is high, and as a 12 cm when the 
focus error is low. Therefore, even though the disclosed invention is similar to Okamoto, 
Okarnoto pannot be used to reject the claims as written. 
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Applicant's arguments were directed at whether Okamoto detects a non-circular 
disc, the Examiner does not necessarily agree with this reasoning, but it is irrelevant 
since Okamoto already cannot be used to reject the claim. 

Regardless, the point is moot due to the 35 USC 1 12 first and second paragraph 
rejections above. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Ito (US 6,620,479) discloses a non-circular 8 cm disc. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher R. Lamb whose telephone number is (571) 
272-5264. The examiner can normally be reached on 9:00 AM to 6:30 PM Monday to 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Korzuch can be reached on (571) 272-7589. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



4 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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